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DETAILED ACTION 
Claim Status 

Claims 1 and 6-12 are pending. 

Status of Previous Rejections/Objections 

The previous rejection of claims 1, 6, 9 and 10 under 35 U.S.C. 103(a) as being 
unpatentable over Schmidt (US 5590387) in view of Amiet (US 3617253) and Dunkley 
(US 4212736) is withdrawn. The previous rejection of claims 7-8 and 11-12 under 35 
U.S.C. 103(a) as being unpatentable over Schmidt (US 5590387) is withdrawn. 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 6, and 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schmidt (US 5590387) in view of Yokoyama (US 6190578). 

Claim 1 is written as a product-by-process claim. In such instances, the claim is 
drawn to the product and only those process steps which impart a particular feature to 
the product are considered, wherein the feature is given patentable weight due to its 
relation to the final product. Therefore, claim 1 is interpreted by the examiner as a 
granular metal powder made by metal particles having an average particle diameter of 
at least 1 nm and at most 100 nm, contains an organic compound, has an apparent 
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density of at least 1 g/ml and at most 5.0 g/ml; and contains water with a content of at 
least 0.1 wt% and at most 1 .5 wt %. 

Schmidt discloses a method for producing metal sintered bodies and coatings, 
wherein the intermediate product is a metal powder that comprises nanoscale metal 
particles and an organic compound. 

The metal particles are composed of a material selected from the group 
comprising: 

(a) a metal selected from the group consisting of Fe, Co, Ni, W, Cr and Mo 
having an average particle diameter of at least 1 nm and at most 100 nm; 

(b) an alloy of Cr, Mo, W, Fe, Co, Ni (see claims 4-7). 

Schmidt's intermediate product, a metal powder comprising nanoscale metal 
particles and an organic compound, is produced by preparing a solution comprising: a 
medium selected from the group consisting of water, a polar organic solvent, and a 
mixture of them; nanoscale metal particles; and an organic compound capable of being 
adsorbed on the surface of the metal particles. This step is followed by the drying of a 
medium selected from the group consisting of the water and the organic solvent (see 
col. 5 line 8-col. 7 line 10 and claim 1). 

With regards to the apparent density and granular structure required by claims 1 
and 6, since the prior art surface-modified metal powder (i.e. intermediate product) Is 
made by a process that is substantially the same as that being claimed, and since the 
process starting materials are substantially the same as that being claimed, it is 
reasonably expected that the metal powder would have an apparent density and 
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granular structure as being claimed. If there is any difference in the apparent density or 
granular structure between the prior art and claimed metal powder, the difference must 
have been minor and obvious. The burden is now shifted to the applicant who must 
show by evidence that the above-identified properties do not necessarily exist in the 
prior art product. 

With regards to the water content recited in claims 1 and 6, Schmidt discloses a 
step of drying off the water and the organic solvent either partly or entirely but does not 
specify a particular water content to be reached. 

Yokoyama, in disclosing a metal powder comprising metal particles and an 
organic binder, discloses the regulation of water content in the metal powder. Too 
much water will promote the curing of the organic compound, thereby deteriorating the 
preservation stability in some cases, or making oxidation proceed excessively (see col. 
16 lines 53-63). 

Given Yokoyama's disclosure on water content, it would have been obvious to 
one of ordinary skill in the art to modify the water content of Schmidt's powder 
accordingly in order to prevent the excessive procedure of oxidation. One could find a 
satisfactory wt. % of water content through routine experimentation. 

With regards to the powder diameter required in claims 7 and 8, Schmidt does 
not disclose the diameter of the metal powder. 

Yokoyama, in disclosing a metal powder comprising metal particles and an 
organic binder, discloses that an average particle size between 2-15 microns is 
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advantageous to utilize tlie conductivity feature of tlie metal particles (see col. 6 lines 
25-39). 

Given Yokoyama's disclosure on particle diameter, it would have been obvious to 
one of ordinary skill in the art to utilize Schmidt's process to form a metal powder 
product having a particle diameter selected within the range specified by Yokoyama. 

With regards to the carbon content of the organic compound as recited in claims 
9 and 10, one of the organic compounds Schmidt discloses is guanidine carbonate, 
which is an organic compound with a content of about 19 wt. % in terms of carbon 
content (see col. 6 lines 29-30). 

3. Applicant's arguments with respect to claims 1 and 6-12 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTINE CHEN whose telephone number is 
(571)270-3590. The examiner can normally be reached on Monday-Friday 8:30am-5pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 

CC 



